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DETAILED ACTION 

This office action is in response to applicant's amendment, filed 23 April 2007, which 
amends claims 14 and 22. Claims 1-29 are pending. 

Response to Amendment 

Applicant's amendment, 23 April 2007, with respect to the rejection of claims 1, 2, 5, 6, 
9, 1 1, 14, 15, and 21 are rejected under 35 U.S.C. 102(b) as being anticipated by (Terasaka, US 
5,770,305), overcomes the rejection of claims 14, 15 and 21. The rejection of claims 1, 2, 5, 6, 9, 
1 1, is maintained for the reasons as set forth below. 

Applicant's amendment, 23 April 2007, with respect to the rejection of claims 1-29 under 
35 U.S.C. 103(a), as being unpatentable over (Terasaka, US 5,770,305), fails to overcome the 
reference of record. The rejection of claims 1-29 is maintained for the reasons as set forth below. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 2, 5, 6, 9 and 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by 
(Terasaka, US 5,770,305) hereinafter known as Terasaka. 
As to claims 1, 2, 6, and 9: 
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Column 2, line 65 through column 3, line 9 with reference to figure 4, teach an 
anisotropic conductive film formed of an epoxy resin and contributing to adhesion. 
Conductive particles dispersed in the resin can be Titanium - Nickel alloy. 
The incorporation of shape memory particles in the resin of Terasaka is held to inherently 
improve an impact resistance of the resinous base material. 
As to claim 5: 

Column 2, line 65 through column 3, line 9 with reference to figure 4 5 further teaches that 
the alloy expands or contracts in response to stress and the alloy particles can be crushed 
due to stress. The various shaped encompassed by the base particles and stress induced 
deformations is held to encompass spheres, ovals, and cylinders. 
As to claim 1 1 : 

Column 3, lines 17-18, teach that the particles have a mean particle size of 8jam. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 



Application/Control Number: 10/675,557 Page 4 

Art Unit: 1774 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over (Terasaka, 
US 5,770,305) hereinafter known as Terasaka, as applied to claims 1, 2, 5, 6, 9 and 1 1 above, as 
evidenced by http://herkules.oulu.fi/isbn9514252217/html/x317.html, Fundamental 
characteristics of nickel-titanium shape memory alloy, Oulun Yliopisto. 

The teachings of Terasaka as in the rejection above are relied upon. 
As to claims 14, 15, and 2 1 : 

The recitation of intended use of the SMA particles in the adhesive film is given little 
patentable weight. The disclosure of Titanium - Nickel alloy particles in an epoxy resin film is 
held to be functionally equivalent. The limitation granules is held to be encompassed within the 
particle size distribution disclosure of a mean particle size of 8jam. 
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In the absence of factual evidence to the contrary one of ordinary skill in the art would 
reasonably presume that a resin comprising a shape memory alloy would be expected to exhibit 
an improvement in compression-after-impact performance. 

Terasaka does not teach the resin composition in the form of a paste. It would have been 
obvious to one of ordinary skill in the art at the time of invention to formulate the resin viscosity 
for ease of application. 

Terasaka further does not teach an austenitic or martensitic crystal structure of the alloy. 
It is noted that a nickel-titanium alloy is inherently either in an austenitic or martensitic crystal 
structure dependent on temperature and the relative percentages of the constituent metals, as 
evidenced by Fundamental characteristics of nickel-titanium shape memory alloy, and it is 
therefore obvious that it will exist in the film as either austenitic or martensitic. Terasaka further 
does recite a volume percent for amount of alloy within the resinous material. Column 3, lines 
33-38 with reference to figure 5 teaches that the alloy content of the resin is 3 weight percent. 
The density of nickel-titanium alloy is about 6.5 g/cm 3 and the density of for example, phenolic 
resin is about 1.25 g/cm 3 . This results in a volume percentage of about 0.58 percent. This 
teaching is held to suggest about 1 volume percent as required by claims 7, 8, 18, 19, and 28, 
which could be easily optimized by one of ordinary skill in the art. 

Response to Arguments 

With respect to the rejection of claims 1-29 under 35 U.S.C. 103(a), applicant argues that 
applicant argues that Terasaka teaches the NiTi alloy particles in a martensitic (compressed) state 
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and that to provide compression-after-impact strength the particles need to be in the austenitic 
(uncompressed) state. The examiner agrees that Terasaka teaches the particles in a compressed 
state. However, applicant's argument is of narrower scope than the breadth of the scope of the 
claims under examination. The independent claims do not require that the particles are 
uncompressed versus compressed. 

The scope of the presently rejected claims encompasses the composition of Terasaka. For 
example, independent claims 1,14 and 22 are not limited to austenitic (uncompressed) particles 
within the coating. Claim 3, which is dependent from claim 1, claims 17, which is dependent 
from claim 14 and claim 25, which is dependent from claim 22 are directed to particles in the 
martensitic state. Additionally, if the particles are in a compressed state and are applying a force 
normal to the surface of the resin, it is unclear as to why this force would not act in opposition to 
an externally applied stress, such as by an impact event. Thus, it is not clear that the shape 
memory alloy particles of Terasaka do not in fact result in the claimed critical properties, as the 
claims only require a shape memory alloy to obtain said properties. Further, there exists no clear 
nexus in the claims between the state of the particles and compression-after-impact strength. In 
the absence of factual evidence to the contrary one of ordinary skill in the art would reasonably 
presume that a resin comprising a shape memory alloy would be expected to exhibit the claimed 
critical property. 

The secondary reference associated with the Terasaka rejection is used solely as an 
evidential reference. 

In response to applicant's argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 
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obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
170USPQ209(CCPA 1971). 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brett A, Crouse whose telephone number is 571-272-6494. The 
examiner can normally be reached on Monday - Friday 6;00AM - 2:30PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 571-272-1398. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



BAC, 22 July 2007 




